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DETAILED ACTION 

Response to Amendment 

1 . This action is in response to the amendment after non-final filed 30 April 2008. 
Claims 1-5 and 42 are pending; claims 16-41 are withdrawn, and claim 43 is new. 



Terminal Disclaimer 

2. The terminal disclaimer filed concurrent with the amendment has been approved. 



Double Patenting 

3. The nonstatutory obviousness-type double patenting rejection against claims 1- 
15 has been withdrawn in view of the timely filed terminal disclaimer. 



Drawings 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "structural 
enhancing elements within the anode" as claimed in claims 5 and 13, and the "holes" 
defined in the anode as claimed in claim 9, and the non-permeable film of claim 10 must 
be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
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prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is indefinite how the anode "defines one or more holes." Do 
the holes pertain to "holes" as is known in semiconductor substrate technology in order 
to effect conductance, or are the holes related to bores created in the anode plates? 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-3, 5, 6, 10-13, 42, and 43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pless et al. (US Patent no. 5,131,388). 

In regard to claims 1 , 2, 1 1 , 1 2, 42 and 43, Pless et al. describe an implantable 
cardiac defibrillator with improved capacitors. Figure 2 shows the capacitor with anode 
plates 32 and cathode plate 34. The plates are sandwiched together such that an 
cathode plate 34 is disposed between a first and second anode plate. The plates 32 
and 34 are separated from each other through paper separators 36; the paper medium 
is considered to be an insulative material, and electrically separates the anode from the 
cathode. The entire structure is sealed en encasement 38. See column 3 lines 14-29. 

In regard to claim 3, aluminum strips 41 serves as electrical contact with the 
anode, and aluminum strips 47 serves as electrical contact for the cathode, col 3 lines 
45-50. 

In regard to claims 5, 6 and 13, the anode is composed of a material that is 
comparatively stiff, col 3 lines 32-33, which is considered to enhance the structure of the 
anode since the "structural enhancing element" is intended to provide more structural 
support without significantly undermining the charge capacity. 
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In regard to claim 10, the encasement 38 is sealed by a polymeric envelope 46 
(i.e., a non-permeable film) to prevent fluid leakage into the capacitor. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pless et 
al. (US Patent no. 5,131,388). 

In regard to claim 4, Pless et al. substantially describe the invention as claimed 
except for the volumetric dimensions of the encasement and the location of the 
encasement parts. It would have been obvious to one with ordinary skill in the art at the 
time the invention was made since our reviewing courts have held that where the only 
difference between the prior art and the claims was a recitation of relative dimensions of 
the claimed device and a device having the claimed relative dimensions would not 
perform differently than the prior art device, the claimed device was not patentably 
distinct from the prior art device. Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 
USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). The 
location of parts has also been held to be within routine skill in the art. In re Japiske, 86 
USPQ 70. Lastly, it has been held as obvious the duplication of parts (i.e., the first and 
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second encasements), since it only requires routine skill in the art. St. Regis Paper Co., 
v. Bemis Co., 193 USPQ 8. 

1 1 . Claims 7, 8, 1 4, and 1 5 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Pless etal. (US Patent no. 5,131,388) in view of Jow etal. (US 
Patent no. 5,600,535). 

In regard to claims 7, 8, 14, and 15, Pless et al. substantially describe the 
invention as claimed except for the use of the materials of tantalum compounds, 
titanium, and hydrous ruthenium oxide. Jow et al. describe an capacitor 10 composed 
of an anode and a cathode sandwiched together, and separated by an porous 
membrane. Jow et al. that the capacitor can be composed of materials comprising 
titanium, tantalum, etc, col 7 line 6 - col 8 line 3, and wherein it is also known to coat 
components of a capacitor with hydrous ruthenium oxide, col 1 lines 13-19 and 45-52. 
Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the capacitor components of Pless et al. with the 
materials taught be Jow et al. since it has been held that within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use constitutes a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pless et 
al. (US Patent no. 5,1 31 ,388) in view of Hudis (US Patent no. 6,687,1 1 6). 

In regard to claim 9, Pless et al. substantially describe the invention as claimed 
except for the holes defined by the anode. Hudis, in a similar field of endeavor, 
describes a capacitor wherein the anode is eteched with micron sized holes in order to 
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increase the effective surface area of the anode, col 4 lines 18-26. Therefore it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the anodes of Pless et al. to include holes, as taught by Hudis, in order to 
increase the surface area of the anode since it is well known in the art that maximizing 
the surface area of an anode leads to maximization of the capacitance of the capacitor. 

Conclusion 

1 3. In view of the new grounds of rejection, this action is made NON-FINAL. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian T. Gedeon whose telephone number is (571) 272- 
3447. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl H. Layno can be reached on (571) 272-4949. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Carl H. Layno/ Carl H. Layno 

Supervisory Patent Examiner, Art Unit 3766 Examiner 

Art Unit 3766 



IB. T. G./ 

Examiner, Art Unit 3766 



